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1. Claims 21-29 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 21 recites that the "photochromic laminate" includes a front and back resin sheet 
as well as the one functional layer, wherein the laminate has a thickness of from 5 to 
less than 50 microns. However, the instant specification can only support that the 
functional layer itself has this thickness, not the entire laminate, which also includes 
the front and back sheets. Clarification is required as to what exactly has the instant 
thickness in claim 21. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-29, 38 and 39 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over either of Bhalakia et al -459 or -446 in view of any of European 

patent Application 1 ,162,482, Nishizawa et al -383 or European Patent Application 

1 ,273,935 essentially for reasons of record noting the following . 

The references have been applied for reasons of record, except European -935 has 

been additionally applied to show the employment of only one functional film in the 

insert. Applicant has argued that the instant laminate contains only one functional layer. 

However, it is rather clear that one of ordinary skill in the art would eliminate any layers 

in the laminate not deemed to be necessary, and hence European -482 and Nishizawa, 
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which are essentially cumulative with respect to each other, continue to be applied. 
Applicant also argues that the laminate of Nishizawa has a thickness outside the 
claimed range. First of all, the thickness disclosed in the specification is that of the 
polyurethane layer, not the thickness of the entire laminate. Indeed, applicant uses 
layers that are 300 microns thick as the outer layers, as do the prior art. However, 
European -482 and Nishizawa et al employ a polyurethane layer with photochromic 
material that is at the lower end around 50 microns thick. While the instant claims call 
for less than 50 microns, it is submitted that something a little less than 50 would have 
been obvious over something a little more than 50 concerning the thickness of the 
polyurethane layer. In truth, there is no criticality for 50 microns in the instant 
specification. Examples 1A and 1B have 51 and 76 micron thick polyurethane layers 
and these produce an acceptable lens. It is only when the thickness greatly exceeds 50 
microns that unacceptable lenses result. Also, European -935, newly applied, does not 
explicitly teach the thickness of the polyurethane layer, but does indicate that the 
polyurethane solution is coated to a thickness of 300 microns — see paragraph 0045 
therein. It should be noted that the thickness of the coated solution in European -935 is 
similar to that disclosed in the other two secondary references (which teach a lower limit 
of 50 microns for the polyurethane layer) and indeed for that disclosed in the instant 
specification. See page 12, paragraph 44 of the instant specification, which teaches 
that the solution would be coated to a thickness of 500 microns before the solvent is 
driven off. Hence, it is submitted that the final film of European -935 would have an 
acceptable thickness to produce an acceptable lens. In summary, the prior art teaches 



Application/Control Number: 10/630,277 Page 4 

Art Unit: 1732 

polyurethane photochromic laminates that appear to differ at best only slightly in terms 
of thickness than those disclosed in the instant application of forming sharp segment 
lines and no bleeding. It is submitted that one of ordinary skill in the art would have 
realized that the films of the prior art, when laminated to a lens main body as taught in 
the primary references, would have yielded lenses with sharp segment lines and no 
bleeding. The exact properties of the polyurethanes would have been well within the 
skill level of the art, as it is within the purview of one to employ resin materials based on 
desired properties. 

3. Applicant's arguments filed April 9, 2007 have been fully considered but they 
are not persuasive. Applicant's arguments have been essentially addressed in the 
rejection, supra. It is respectfully submitted that the secondary references do not have 
to show making a bifocal lens, since the primary references do this. The point is, when 
combined with the primary references, the secondary references meet the claimed 
limitations or render them obvious. Hence, it is believed that the combination would 
exhibit the instant properties of sharp segment lines and reduced bleeding. It is 
maintained that Nishizawa does not "teach away" from the instant invention as noted by 
applicant. A polyurethane photochromic layer of 51 microns works very well according 
to the instant specification — again, see instant Example 1A. 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mathieu D. Vargot whose telephone number is 571 272- 
1211. The examiner can normally be reached on Mon-Fri from 9 to 6. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson, can be reached on 571 272-1176. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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